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Continued Examination Under 3 7 CFR 1.114 
A request for continued examination under 37 CFR LI 14, including the fee set forth in 
37 CFR 1.17(e), was filed in this appHcation after final rejection. Since this application is 
eUgible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 05/05/06 has been entered and a Non-Final 
Office Action is presented below. 



Response To Applicant's Arguments 

Applicant's arguments with respect to claimed invention have been considered but are 
moot in view of the new ground(s) of rejection. In other words. Applicant's arguments are based 
on the newly amended claims and are fully addressed in the present Action. 



Detailed Action 

Specification 
Status of the claims 

Claims 1-26 and 29-34 have been elected, without traverse, for prosecution on the merits 
and claims 38-40 are withdrawn from further consideration. Applicant is herein required to 
cancel claims 38-40 in a future correspondence since the restriction has been made final. 
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Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

Claims 1-26 and 29-34 are rejected under 35 USC 103(a) as being unpatentable over 
Dutta, US? 6, 891, 635B2, 



As per claims 1-26 and 29-34, Dutta discloses a method of and a system for providing 
advertisements in web based printing over a communication network (communication link), such 
as the Intemet. A remote printing web server receives advertisements from one or more 
advertisers (registering a plurality of advertisements from a plurality of advertisers) . The 
advertisements may include target audience attributes, such as the profession of target audience 
members (advertisers' criteria). Digital advertising images and the target audience information 
are stored on the remote printing web server (storing the received advertisements in a database 
coupled to the print processing system) . A print user (customer) connects to the remote printing 
web server, over the network, using a browser. Information about the user (user's profile), such 
as the user's occupation, is gathered in order to match the user with appropriate advertisements 
such that targeted advertisements can be presented or displayed to the usen over the network. 
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when the print processing system or the web server processes a print job or print a request for 
printing submitted by the user. Advertisements are identified and combined with the document 
that the user wishes to print (presenting or displaying a customized advertisement in the user's 
document printed by the print processing system) . The combined document is then printed on a 
printer connected to the remote printing web server . In addition, the document that the user 
wishes to print may be analyzed for document content in order to further select appropriate 
advertisements to include on the user's printouts or print jobs (presenting or displaying a 
customized advertisement in the user's document printed by the print processing system or 
printing web server based on the user's document content) or print job request) . 

(See abstract; col. 2: 5-32). 

The present system deals with providing advertisements in web-based printing. More 
particularly, the present system deals with providing free or subsidized printing in exchange for 
advertising space on printed documents (col. 1: 9-14; col. 1: 15 to col. 2: 3). 

Dutta discloses, in general, a system where advertisements can be placed on printouts 
requested by users of remote printers. Advertisers sign up to advertise to the general public or to 
particular groups of users. When a user is traveling and needs to print a document on a remote 
printer (i.e., a hotel, airport, copy service printer, etc.), he is asked for information about his 
occupation and other personal attributes of the user. This information is used to select advertising 
that is appropriate to the user. The user requests to print out electronic documents and the 
selected advertisements are included in the printout (col. 2: 5-39). 
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FIG. 1 is a network diagram showing the components used in remote web based printing 
with advertisements . Computer network 100, such as the Litemet, is used to connect the various 
components to one another. Client device 1 10 such as a portable computer or other pervasive 
computing device is used as a user print client to connect to computer network 100. A program, 
such as browser 115 (i.e., Netscape Navigator.TM. Microsoft Explorer.TM., etc.) is used to 
communicate with other devices connected to computer network 100. The user of client device 
110 may wish to print a document stored on the client device, such as a word processing 
document or spreadsheet, or may wish to print a document stored on a third party server 
connected to computer network 110. When the user of client device 110 (customer's 
interface) wishes to print to remote printer 190, he or she interacts with software located on 
remote printing web server to send print request (print job) 120 through computer 
network 100 to remote printing web server 170 (print processing system). Remote printing 
web server 170 receives print request 150, inserts one or more advertisements into the 
printout and prints the electronic document and the included advertisements onto printer 
190 (It is herein understood that the printing web server implicitly supports the step of 
creating or assigning a job number or ticket number to each print job or print request 
submitted by a user-col. 3: 3-23; col. 3: 23-59). 

Advertisement insertion system 220 of fig. 2 includes four component fiinctions. 
Advertisement repository puts and removes advertisements in a data storage area accessible by 
the remote printing web server . The repository also includes information about the intended 
audience for each advertisement stored in the repository. Document content type determiner 
230 is software for determining the type of document being printed based on keywords 
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found in the document or other attributes of the document (i.e., website from which the 
document was downloaded, document titles, etc.). Document content type determiner also 
includes the type of file being printed, such as a spreadsheet, a word processing document, 
or a web page. User type determiner software 235 determines the type of user that is 
printing a document (i.e., a doctor, an engineer, an accountant, etc.). This information can be 
gathered using interactive software that requests the information from the print user before a 
document is accepted for printing. Advertisement mapping table 240 is an electronic table 
including advertisement names (i.e., file names or other advertisement identifier) and the 
types of documents and users that are the target audience for the advertisement 
(presenting or displaying or inserting one or more targeted advertisements into the user's 
printed document when the printing web server processes the use^s print request based on 
the user's profile (identification) and the type of document or file format being printed, 
quality of paper, printing of envelopes including other printing options) . The advertising 
mapping table may also keep track of the number of times each advertisement has been 
included in a printout. (All ads displayed into the printed documents are registered ads col. 
3: 60 to col. 4: 40). 

Finally, FIG. 6 is a diagram showing the components involved in providing a printed 
document including registered advertisements . Advertisement insertion system table 600 (see 
FIG. 2 wherein the table was previously referred to as advertising matching table 240) includes 
user types (identified user), content types (document being printed) and advertising impressions 
suitable for the user type/content type. For example, when the user type (user's identification) is 
a "lawyer" and the document content type is a "spreadsheet" then advertisement #2 is 



Application/Control Number: 09/734,290 Page 7 

Art Unit: 3622 

appropriate. When the user type is a "doctor" and the document content type is a "spreadsheet" 
then advertisements #1 and #3 are appropriate. Finally, when the user type is a "doctor" and the 
document content type is a "word document" then advertisement #4 and #3 are appropriate. User 
client type 610 is received from the user's registration information from the user requesting to 
print. Li the example shown, the client type is "doctor." Document type 620 is determined from 
the document sent for printing; in the example shown the document type is a spreadsheet (file 
type, file format). Advertisement insertion table 600 is used to determine that, for the example 
shown, advertisements #1 and #3 should be included with the printout. The advertisement 
images are retrieved from advertisement repository 630. Selected advertisements 640 are then 
inserted in the spreadsheet being printed, in this case a pharmacy ad from Advertiser X, and a 
medical equipment advertisement from Advertiser Z. The modified document (now including the 
advertising images), is then printed creating printed document 650. Advertisement insertion 
system table 600 also keeps track of the number of impressions left to be printed. In the example 
shown. Ad #1 would be decremented from 224 impressions to 223 impressions and Ad #3 
would be decremented from 193 impressions to 192 impressions left to be printed (col. 6: 
14-45). 

As per claims 1, 1 1, 21, 24, 33 and 34, Dutta does not expressly disclose displaying the 
advertisement on the customer's interface (computer screen or display), while receiving or 
processing the print job, instead of printing the advertisement together with the customer's 
document. 
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However, it is common practice in the art to display an advertisement on a user's computer 
screen while the user's computer is dialing into an ISP system in order to connect to the Intemet 
or during an idle time period as the user is waiting for a requested information or page to be 
retrieved or down loaded from a web server related to a web site in return for the privilege to 
receive free or discounted Intemet service from the ISP (Intemet Service Provider), which uses 
the revenues, collected from the advertisers to display their advertising content to the user(s), to 
subsidize the free or discounted service received by the user(s). Furthermore, it is well known in 
the art to display advertisements to a user's computer screen while the user is waiting for 
requested information to be retrieved or downloaded from a server related to an accessed web 
site. It is also customary in the art to allow a user accessing the Intemet via an ISP to first read 
product information or advertising literature before the user is able to access the web for a 
limited free period of time, wherein revenues collected by the ISP from advertisers are used to 
subsidize the limited and free period of time provided to the user in return for reading or view 
product information displayed on his screen (no fiirther disclosure is necessary here). 

"Official Notice" 

Thus, an ordinary skilled artisan would have been motivated at the time of the invention to 
incorporate the above disclosure ("Official Notice") into the advertising distribution and printing 
system of Dutta so as to display a (targeted) advertisement on the screen of a computer's user 
upon receiving or while processing the user's print job instead of printing the advertisement 
along with the user's document associated with the print job especially if the printed document is 
addressed to a third party, such a prospective employer or recruiter, who should not receive or be 
exposed to the printed advertisement in the first place, thereby avoiding the embarrassment 
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resulting from knowingly or accidentally printing an advertisement on top of a page of a 
document that is addressed to an important third party or VIP, such a prospective employer or a 
president of a hiring corporation, and efficiently using processing idle time by outputting the 
advertisement on the user's computer screen, while saving papers, ink and reducing processing 
time and, hence saving money, by not having to print the advertisement along with the document 
and while protecting the environment by using less papers and thus, cutting fewer trees, by 
displaying the advertisement on the user's computer screen (customer's interface) as the user is 
waiting for the print job or the document to be printed or executed especially if the print queue 
contains other previously submitted print jobs that should be processed before the user's print 
job. 



Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

USP 6,882,43962 to Ishijima discloses a system relating to a printing service method for 
discounting services by printing with advertisements and realizes various discount services. The 
present invention comprises: a printing step for sending printing management information along 
with the user ID to the server 4 through the network 3 when the user prints with advertisements 
with the user's printing device 2, and storing that information as an advertisement usage record 
for each user ID; a step for referencing the user's advertisement usage record, for least one 
service, selected by the user from among a plurality of services relating to the printing device 
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that used the advertisement printing record, determining whether to authorize the discount for the 
selected service, and updating the advertisement usage record of the abovementioned user to 
perform the authorized discount service. A variety of discount services can be realized because 
the print operation with advertisements is managed by the server and the user can use the usage 
records. 

USP 6,98 1,01 5B1 to Palmer discloses a system and method of managing print services 
provided by a print provider includes defining a network communication link between the print 
provider and a print managing system controller having the print services provided by the print 
provider registered therewith. The print managing system controller collects data related to the 
print services provided by the print provider and analyzes the data related to the print services 
provided by the print provider. 

Any inquiry conceming this communication from the Examiner should be directed to 
Jean D. Janvier, whose telephone number is (571) 272-6719, The aforementioned can normally 
be reached Monday-Thursday from 10:00AM to 6:00 PM EST. If attempts to reach the Examiner 
by telephone are unsuccessful, the Examiner's Supervisor, Mr. Eric W. Stamber, can be reached 
at (571) 272- 6724. 

Non-Official- 571-273-6719. 
Official Draft : 571-273-8300 



05/11/06 
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